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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Drawings 

The drawings are objected to because each individual drawing must have its own 
figure number. The first page of the drawings appears to contain two figures, but only 
one of them is labeled. On the same note, the label "FIG. 4" appears to represent three 
individual figures. In addition, each individual element must have its own reference 
number. For example, the reference number 412 in figure 4 appears to represent two 
different parts in the top figure and the middle figure. Corrected drawing sheets in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the motor of claims 8 
and 16, and the precision stage of claim 9 must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

Claim 3 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
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described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. It 
is unclear as to how the movable portion of the substrate holder is able to translate in 
two dimensions relative to the fixed portion. It appears that the substrate holder is 
guided relative to the fixed portion by a track that only allows for movement in one 
dimension. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,2, 4-7, 9,12-15, 17, 19 and 20 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Wagener et al (4,262,991). 

Wagener et al shows a precision travel staging system comprising a precision 
stage (base plate, not shown), a fixed portion (9) configured to be attached to the 
precision stage, a movable portion (1) operatively coupled to the fixed portion (9) and 
selectively movable relative thereto, a securing mechanism (object holder, not shown, 
column 2, line 6) configured to secure a substrate at a predetermined location relative to 
the moving portion (1) and an actuator mechanism (5,8) operative to provide movement 
of the movable portion (1) in one direction relative to the fixed portion. Regarding claims 
4 and 12, the fixed portion (9) and the movable portion (1) both comprise an aperture 
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cooperating to form a window (figure 1 , not labeled) in the substrate holder and the 
securing mechanism is operative to secure the substrate at a selected location relative 
to the window. With respect to claims 5-7 and 13-15, the staging system further 
includes an indexed reference system (shown on the movable portion 1, not labeled). 
The reference system comprises a pointer (shown on the movable portion 1 , not 
labeled) and a plurality of reference indicia (shown on the movable portion 1, not 
labeled). With respect to the method claims 17, 19 and 20, the apparatus shown by Den 
Engelse et al is capable of performing the method or steps in the claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 8, 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Wagener et al (4,262,991) in view of Den Engelse et al (5,900,708). 
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Wagener et al shows all aspects of the applicant's invention as in claims 1 and 9, 
but does not include a motor or a spring biased securing mechanism. However, Den 
Engelse et al shows a substrate holder comprising a spring biased securing mechanism 
(50) used to secure the substrate to the stage and an actuator mechanism comprising a 
motor (34, 36). It would have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to substitute the securing mechanism (50) of Den Engelse et 
al for the securing mechanism (not shown) of Wagener et al in order to better secure 
the substrate to the movable stage 1. Additionally, it would have been obvious to one of 
ordinary skill in the art at the time of the applicant's invention to include the actuator 
mechanism comprising a motor (34, 36) of Den Engelse et al in order to make the 
movable portion (1) move automatically. Regarding the method claim 18, the apparatus 
of Den Engelse et al as modified by Wagener et al is capable of performing the method 
or steps in the claim. 

Allowable Subject Matter 

Claims 10 and 1 1 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kung et al (5,337,178) shows an optical microscope stage with 
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an indexing mechanism. Kraft et al (4,946,266) shows a movable object holder for 
microscopes. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason J. Boeckmann whose telephone number is (571) 

272- 2708. The examiner can normally be reached on 7:30 - 5:00 m-f, first Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Scherbel can be reached on (571) 272-4919. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JJB 




DavldA. Scherbel 
Supervisory Patent Examiner 
Group 3700 
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